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IN THE UNITED STATES PATENT AND TRADEMARKK OFFICE 



re Application of: 
Preikschat, et al. 
Serial No.: .09/904,993 
Filed: July 13, 2001 

Title: Unknown 



Docket No. 2156-417 
Group Art No. 1775 
Examiner: Robert Koehler 



U.S. Patent ancf Trademark Office 
P.O. Box 2327 
Arlington, VA 22202 

Attn: Ms. Jacqueline M. Stone, Director Technology Center 1700 



TRANSMITTAL 



I. Enclosed please find the following items regarding the above referenced patent 
application: 

1- Protest Under 37 C.F.R. 1.291 (a) of Application No. 09/904,993 (8 

sheets) 

2. Certificate of Service (1 sheet) 

3- Information Disclosure Citation Form For Protest Under 37 C.F.R. 

1.291(a) (1 sheet) 

4. Cited References 



CERTIFCATE OF MAILNG 

I hereby certify that this correspondence is being deposited on 
February 4, 2002 with the United States Postal Service via 
Express Mail No. ETI38958222US in an envelope address to: 

U.S. Patent and Trademark Office 
P.O. Box 2327 
Arlington, VA 22202 

Attn: Ms. Jacqueline M. Stone, Director Technology 
Center 1700 




Date: February 4, 2002 



Respectfully submitted, 




Arthur G. Schaier, Reg. 37,715 
65 Stebbins Road 
Carmel,NY 10512 
Tel: (845) 277-7482 
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Applica Serial No. 09/904,993 



PROTEST IHVDFR 37 CF» 1 ?<., H , pD , ifa „„ n no/on „, 



In re: 

Application No.: 
Filing Date: 



Preikschat et al. 
09/904,993 
July 13, 2001 



Group Art Unit: 
Examiner: 



1775 

Robert Koehler 



Title of Invention: Unknown 



Current Status & Location: Unknown 



ATTENTION: 



Jacqueline M. Stone, Director, Technology Center 1700 A *S 3j 



A protest is hereby submitted of Application Serial No. 09/904,993. 

f r0 / est 1 orbelieves * at tWs application is currently pending in the Office and that 
hxs protest 1S bemg submitted prior to the mailing of a notfce of aUowle unde 37 CFR 



°o 



REMARKS 

^"ossssr with each other ' **** ° r render ° bvious s^sa, 

L U 704 pa"' 6 ' 287 ' 704 ' t0 Pr6ikSChat Ct iSSU6d SeptCmber 1 2001 <*» 

2. U.S. Patent No. 5,368,655 to Klos, issued November 29, 1994 (the '655 patent). 

3. U.S. Patent No. 4,349,392 to Huvar, issued September 14, 1982 (the '392 patent). 

4. U.S. Patent No. 5,407,749 to Bishop, issued April 18, 1995 (the «749 patent). 

5. U.S. Patent No. 5,393,354 to Bishop, issued February 28, 1995 (the '354 patent). 

6. U.S. Patent No. 4,578,122 to Grotty, issued March 25, 1986 (the '122 patent). 



{Wl 199934} 



Applica Serial No. 09/904,993 



7. U.S. Patent No. 3,843,430 to Kinder, issued October 22, 1974 (the '430 patent). 

9 ' tar ^V 1983 iSSUe ° f Pr0ducts Finishin 8 Magazine, entitled 
^ornate Coating from Tnvalent Solution" (the 1983 Products Finishing 



10. Publication in the Summer 1982 edition of the Transactions of the Institute nf 

T^f^- V »lT 6 °' ^ 2 ' 6ntitled ™» Chrc ma SS ,£ ° f 
Treatment for Zinc" (the Metal Finishing Article). 

1 L C^lT T^ 6 JWie ir iSSUC ° f Pr ° duCtS Finishing ' enti «^ "Clear 
Chromates: Theory and Practice" (the 1988 Products Finishing article). 

bv beneSnf *** f ° T 09/904 >°93 application is April 19 1996 

6 287 704 C p US f ^ ^ a P pIication claims *e priority benefit of U.S. Patent No 
t^ 'l \ Pr0testor L makes the assumption that the disclosure of the pendingTpphcation 
Thtf ; ° r ^ * e ^ kaSt is subst ^ially similar to, that of the ^704 paS 

nalenf f ?T " t0 temS ** ^ ^ to ^ contained fnThe '704 

patent, which Protestor believes are also contained in the instant ^plic«i^i«l 

ann , J° begin ' we , w i U address overall concept, which the applicant of the instant 
application apparently believes is the basis for his invention. 

"By the present invention it is for the first time made possible to 
provide chrom,um(VI)-free conversion layers or passive layers on 
the basis of chromiumdll), which do, however, furnish the 
corrosion protection of yellow chromatins customary in the prior 
art - i.e., of chromium(VI)-containing passive layers 

This is a singular novelty in the entire galvanization industry 

?f° °«uf chromium ( ni ) b ^s only clear to blue layers, 
referred to as blue passivation" in technical circles, were knowri 
which are variously applied practically." 

t H T? r L ^ f0reg0in S P° siti °ns are untrue. All of the references cited above 
^ — ^ * - of chromium^' 
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greater toth^of f * eXP,idtly disd ° Se 3 COrrcsion P rotecti °» equal to or 

greater than that of chromium(VI)-containing passive layers (See specifically the <^Y 

•nffi^ 8 "^? 1? d ; SC,0sure of ^ ' 704 Patent, Protestor has concerns about the 
sufficiency of the disclosure in the instant application. The applicants^™ co2L 

' ^ y , ' »Tf n6W ^ essentia »y indefinite and mean^^sS^ 

tetXf ' ITT- indeX "' ^ " ligand re P lacement kitties" ™ u e of these 

concepts behind these terms were well known in the prior art 

t*r7«°l P T°! eS » f ^ PrCSent inventions the applicant coined the 
term chromitation in order to clearly distinguish the present 
invention from the chromatins which are customary in the prior 
art, and in order to make clear that neither the obtained conversion 
layer nor the compositions (concentrates/passivation baths) 
whereby the coatings according to the invention are produced 
contain the toxic chromium(VI), whereas the obtained corrosion 
protection nevertheless is superior to that of yellow chromatin." 

th*t ^ y V if u 0t a11 ' ° f thC Pri ° r referenc es cited above disclose conversion laver. 
chr^l ° f c Chr0mium ( VI ) ^ving a corrosion protection superio ^"o Zof yd ow 

ttSl^ 



Chromium index: 



The chromium index is the average chromium content in the 
layers>l% Cr, multiplied by the layer thickness. The chromium 
index is proportional to the chromium quantity on the surface 

(mg/m ). 
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While none of the references specifically disclose a chromium index of the 

T' WC ^ ^ C6rtain ^ if the P ri0r «* freats surges (ie zinc 

zinc alloy, cadmium, cadmium alloy) with the same chemicals under the same conations 
re temperature, immersion time, pH), then the same result m „«t JT 
content in the conversion layer is dependent on the amount of chromium presenHn 27 
passivation solution. The prior art documents disclose trivalent chroiS Sons 
resulting in a hnvalent chromium conversion layer having the same leveZf co^osfon 
protection as disclosed by the instant application (assuming that the disclosure ofTe 
instant appUcanon is substantially similar to that of the 704 patent). Therefore Zl 
chromium content across the conversion layer, and'thus the cLmium indefof ^ prior 
art passivation solutions would inherently be similar to the instant application P 

Ligand replacement kinetics: 

Th * ^ a PP licati °n does not specifically define what is meant by "ligand 

XS^FnT raPM rCP,aCement ^ in ^omll (EI) 

hat I Z • ^ T° re ' the mStant a PP lica ^n does not contain any information 
hat would allow one of ordinary skill in the art to determine with any degree of certamW 
the reaction speed of fluoride replacement kinetics and to comparatively Secrete 
reaction speed of other chelate ligands in order to make a dcteLnation^S^ction 
speed of the other chelate ligands would be more rapid. 

hinHc " is * el ™ ed that the s P eed of fluoride reaction kinetics is slower because fluoride 

cHetl 1 If ^ 'I **, Chr ° mium (m) COmplex than other che1 ^ ligands. before 
chelate ligands that bond more loosely to the chromium (III) complexlould tendTc hL 

uTedinfhe art' ^ ^ " ™ l ™ 

The application states that "the chromium (III) complex preferably has chelate 
hgands which are selected from the group consisting of dicLoxylic ac^ ^btylic 
acids, hydroxycarboxyhc acids, acetylacetone, urea, urea derivatives, mixturesTerif 
among each other as well as in mixed complexes with inorganic ions and K 2 0^alTuL S 
that the d lS closure of the instant application is substantially similar to that ofthe'Z^ 



Many of the prior art documents cited above disclose chromiumfni) complexes 

~tT^ *? A . T ^ 35 th ° Se diSCl0SCd * the -^52 For 
example, the 655 patent discloses oxalic acid (see column 3, lines 42-60) and the '392 

patent disc oses an organic carboxylic acid or a salt thereof, Eluding maloSc maleic 

succinic, gluconic tartaric, and citric (see column 6, lines 33-38). These prior aT 

references are disclosed in more detail below. ^pnoran 

hvn. v, 1 " f f ! 0n> T Cr T al ° f the Cit6d Pri0r m documents disclose phosphate and 
hypophosphite hgands. It is believed that these chelate ligands would also have hgand 
replacement kinetics more rapid than fluoride replacement kinetics becaieS^o 
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carboxylic acid ligands, these ligands would also bond more loosely to the chromiumOm 
complex than fluoride ligands. wiromiumiiu; 

DISCUSSION OF THE PRIOR ART 
Summary of the Relevant Teaching nf Each Referent 



1. 



The '655 patent: the '655 patent teaches a trivalent chromating solution for 

c * n 7 n - f d their a,1 °ys ^d a process for its use (see column 2, 
lines 42-50). The tnvalent chromating solution revealed in Example 1 comprises- 



• chrome(III) nitrate 

• oxalic acid 



Good corrosion resistance is noted with salt spray testing results of 100 
hours of corrosion protection (see Table 3). 

2 - T .h« '392 patent and the '024 patent- the '392 patent and the '024 patent teach a 
trivalent chromating solution (see column 1, line 67 through column 2, line 1 of 
the 392 patent and page 4 of the '024 patent) which is effective to impart 
improved corrosion resistance to zinc and zinc alloy surfaces and to impart a 
desired surface finish which can ranee from Hear bright to a i,>ht.hi„. K-^t to a 
yellow iridescent appearance , and which produces a passivation film of improved 
clarity and hardness. (See column 1, lines 51-61 of the '392 patent and p^geTof 
the 024 patent) r & 

The trivalent chromating solution comprises from 0.05g/l to saturation of ■ 
frivalent cru-omium, apH of about 1.2-2.5, and mineral acids, such as sulfuric acid, 
nitric acid, or hydrochloric acid to adjust pH. (See column 2, lines 1-5 of the '392 
patent and page 6 of the '024 patent). 

In addition, the '392 patent and the '024 patent specifically teach that the 
addition of an organic _ carboxylic acid will impmv. ^ of the passivation 

film. (See column 2, lines 8-21 of the '392 patent and page 6 of the '024 patent) 
Preferred organic _ carboxylic acids for use in this regard include malonic acid 
majejc acid |uccinic acid, gluconic acid, tartaric acid, citric acid^nTsIlts of the 
foregoing. (See column 6, lines 33-38 of the '392 patent and page 7 of the '024 
p stent ). 

Treatment temperatures preferably range from 40 °F to 1 50 °F with a 
preferred treatment time of 1 0 seconds to 1 minute. 

Halide ions and an additional metal ion are noted as optional components 
or the composition. 
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Applica Serial No. 09/904,993 

1 -749 patent and the '354 patent: the '749 patent and the '354 patent teach a 
friva em chromating solution for producing an iridescent chromation coating on 
zinc alloy surfaces, which tnvalent chromating solution comprises: 

• tnvalent chromium ions 

• a phosphorus acid selected from phosphoric acid, phosphorus acid 
nypophosphorus acid and mixtures thereof 

The treatment solution has a pH of about 1 to 2.5, and treating temperatures 
range from about 38 °C to about 75 °C. (See column 2, lines 50-68) 

c^l^S^^ " m ° Pti0nal COmP ° nent ° f th * COm P° sition - ^ee 

Salt spray results range from 96 to 234 hours. (See column 7, lines 1 5-25) 

co e 2l < T* " bGing imP ° rtant in ° rder t0 obtain m ***** 

coatmg. (See column 5, lines 54-60). 

4. The '122 patent: the ' 122 patent teaches an aqueous acidic chromium passivating 
solution comprising chromium ions substantially all of which are present in the 

TH^Tfu ran8in§ fr ° m 005 8/1 UP t0 Saturation ( see col^n 
i, lines 33-40). The tnvalent chromium solution revealed in Example 1 

compnses: F 

• 30 g/1 chromium (III) sulfate 

• 30 g/1 citric acid 

• 90 g/1 sodium nitrate 

• 1 1 g/1 nickel ions 

• 30 g/1 wetting agent 

from 40 - 1 50 F with a contact time of 1 second to 60 seconds or longer. 

5. The -430 patent: the '430 patent teaches a dry pulverulent composition and an 
aqueous solution prepared therefrom for use as a bright dip bath for zinc and/or 
cadmium surfaces. The composition contains a nitrate salt, a chelating agent such 
as citric acid, and a tnvalent chromium compound (see column 2, lines 30-59) 
The tnvalent chromium compound is present in an amount up to 15% by weight of 
the total composition. y WCi &" 1 OI 

6 The 1983 P roducts Finishing article: 

19M J^l fi C,e reV u alS ? 3t trivaknt chromatin g s °l*i°ns were in use prior to 
iy»3 and that they achieved a corrosion protection of 24-200 hours of salt spray 

rcsistsncc. 
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LprisinT 3 ' F "" Sl " nF art ' rle ' thiS teaCh6S Chr ° mium S0luti0ns 

• trivalent chromium (chromation) 

• hypophosphite 

• nitrates 

• boric acid (optional ingredient) 

FDTA ^ ^ Tf*Z *, at Str ° ng ^P 1 ^ for talent chromium (such as 
nn^Jn H ^ K US6fb - ^ Com P lexors su <* as hypophosphite are useful. It is 

s sr soiution tem ~ enhancp thp 

Both blue and yellow iridescent passivation films are formed with salt 
spray corrosion protection of up to 240 hours. It is further not.H tH,t ti.. ~w f!" 
protective value of the conversion coating ran h. a u„ ed bv vanatinng nf fff 
temperature, and immersion tiW x OI p "' 

The article teaches that the color and protective value of the conversion 
coating can be altered by variation of solution composition, pH, temperature and 
^0™^ ^ ^ ^ ° fimmeision ** thick ^ss and hence 

the f1.m T ri! im V? f immersi0 » dictates the th i^ess and hence the color of 
the fi'm. Clear films are produced in the shortest times, typically up to 30 
seconds; blue films are produced after longer times of immeSL, typify 45 
to 90 seconds, and (yellow) iridescent films are produced with even longer 
periods of immersion." (See page 46). g 

raisin^T"' ^ , be u de P osited bv the time of immersion, 

izz^t^Tr of the so,ution ' ° r using a m ° re ~— 

•w * triv f ,ent chr °mium coatings have approximately the same 

resistance to salt spray as similarly colored coatings produced from 
(hexavalent)chromate containing solutions." (See page 47) 

8 The 1988 Products Finishing arri^- the article states: 

wn ..M 1? deVd0phl8 3 trivalent chromate we wanted to produce a compound that 
would offer property equal to or better than those provided by a hexavalent 
solution, with respect to color, corrosion resistance, solution life and total cost." 
(pee page 72). 

A green colored passivate film is noted with corrosion resistance "better 
man hexavalent chromate under the same conditions." (See Table VII). 
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Applica£ 



Serial No. 09/904,993 



CONCLUSION 

applied has no, " t *" * ^ "* ta ^ 

considerate pnor to granting a patent on the instant application 




Arthur G. Schaier, Reg. No. 37,715 
Protestor 
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In Re: 

Application No. 

Filed: 

Title: 



UNITED STATES PATENT AND TRADEMARK OFFICE 



Preikschat et al. 
09/904,993 
July 13, 2001 
Unknown 



U.S. Patent and Trademark Office 
P.O. Box 2327 
Arlington, VA 22202 



Attn: Ms. Jacqueline M. Stone, Director Technology Center 1 700 



CERTIFICATE OF SERVICE 

The undersigned hereby certifies that a true and correct copy of the foregoing 
Protest Under 37 C.F.R. 1 .291(a) of Application No. 09/904,993 was served by mailing a 
copy to John Murtaugh, Pearne, Gordon, McCoy & Granger, 1200 Leader Building 
Cleveland, Ohio, 44114, attorney of record for the above issued patent, by express mail' 
post office to addressee, postage prepaid on February 4, 2002. 




Arthur Schaier, Reg. No. 37,715 
Protestor 
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